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Attorney's Docket No,: 10449-027001 / P1$200(>216US 



Applicant 
Serial No, 
Filed 
Title 



IN THE UNITED STATES PATENT AND TRADEMARK! OFFICE RECEIVED 

CENTRAL FAX CEHTER 

KDiiHayashi Art Unit : 2653 

09/718,164 Examiner : TanXuanDxnh | 7 2005 

November 2 1,2000 
DATA RECORDER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

TRANSMTTTAT. OF PETITION FOR SUSPENSION OF ACTION UNDER 35 CFR §1.103 

Applicant petitions for suspension of action in the above-referenced application. 

Applicant's claims were provisionally rejected as being unpatentable over claims of 
copending Application No. 09/717/771 (Tlie *771 appUcation) under the judicially-created 
doctrine of obviousness-type double patenting. Application submitted with their reply to the 
office action mailed November 5, 2004, an unsigned terminal disclaimer and noted: 



'To address the provisional obviousness-type double patenting rejections, we are 
submitting herewith an unsigned terminal disclaimer that the applicant (or his 
representative) are prepared to execute if the '771 application proceeds to grtmt 
prior to allowance and grant of the claims in the instant application.** 

The Examiner issued an Advisory Action mailed February 17. 2005 indicating that the 
application was not in condition for allowance because the temiinal disclaimer was unsigned and 
the associate fee was not included (see attached). 

Apphcant's representative, the undersigned, has had several discussions with Examiner 
Tan Xuan Dinh to discU5s the appropriateness of filing a terminal disclaimer for an application in 
which the claims are rejected on the basis of provisional obviousness-type double patenting 
grounds. On March 15, 2005. Examiner Dinh suggested that application petition for suspension 
of action under 37 CFR §1.103 and allow prosecution of the '771 application to proceed to grant 

CERtmCATEOF TRANSMISSION BY FACSIMILE 

1 hereby cerrify that this correspondence is b«ing uajiiuiitled by 
facsimile to the Patent and Trtulcmark Office on the date indicated 
below. 



March 17. 2005 



Date of Transmission 



Signature 




Marthcw G Dnhfertv 



Typed or Frinicd Name of Person SigninB Ccrtifiow 
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Applicant : KojiHayashi 
ScrialNo. : 09/718,164 
Filed : November 21, 2000 
Page : 2 of 2 



Attorney's Docket No.; 10449- 
027001 /P1S2000216US 



or abandonmeat. In accordance with the Examiner' suggestion, applicant is filing this petition 
and, in light of the non-extendible statutory deadline of May 5, 2005, requests expedited 
consideration. Please apply the charge of $200.00 for the associated petition fee nnder 37 CFR 
§1. 17(h) to our Deposit Account 06-1050. 

Respectfully suhniitted, 



Fish & Richardson P.C. 
225 Franklin Street 
Boston, MA 021 10-2804 
Telephone: (617)542-5070 
Facsimile: (617)542-8906 



afik R. Occhiuti 




Frs 

Reg. No. 35,306 



21047662.doc 
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United States Pa^^^t and Trademark Office, 
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APPLICATION NO- 



09/718.164 



26161 "90 

nSH & RICHARDSON PC 
225 FRANKLIN ST 
BOSTON, MA 02110 



02/1772005 



TiNITED STATES DEPARTMENTOF COMMElftC^ 
United Sutef Pitenc and TradctMilc Office 
Addwi; COMMISSIONER FOR PATE^f^S 

P.O. Ben 1450 . 
Aletindrfi, Virjlni* 223 1 3-U50 



HUNG DATE [ 


FIRST NAMED INVENTOR 


1 ATTORNEY DOCKET NO. 


CONFIRMATtON NO. | 


n/2)/2000 




ICW4W)27001 


8739 



EXAMTKHR 



ART UNIT 



DINM.TANX 

IZL 



PAPER NUMBER 



2653 

DATE MAILED: 02/17/2005 



Please find below and/or attached an Office communicatioii concerning this application or proceeding. 




FEB 2 2 2005 
FISH & RICHARDSON, RC 

BOSTON OFFICE 
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Advisory Action 
Before the Filing of art Appeal 



Application No. 
09/718,764 




Examiner 
TANX DINH 



Applicant(s) 
HAYASHI, KOJI 



ArtUnft 

2653 ' 



77,0 miUNG DAT E ofihis cowmunio^fion appears on th^ cover sheet with th^ corn^spondenc^ adtfress - 

appiicam muai "'""^'y ' «ii^«n/^' (o\ a Motlce of Aooeal fwrth appeal fee) in compliance wrtn 37 CFR 41.31. or {A} a 
time periods: ^ , ^- 

rS^I tlSS^ecK (e) or (b). ONLY CHE^ 

MONTHS OF THE FiNALJREJECinOM S^^^^^ ,he appropriate extension have 

ExtensicHis of time may be J^^^^^f^"?^^^^ arpount of the f«. 'rhe epproprlate «dens»h und«r 37 

baen filed Is the '^f^'^^P^fP^.f,*'^^ d^Jlf St M^*" repV ortginafly set In the Rnal Office action; or (2) as set forth h, (b) 

S =^i^S^S^^>^e^f^^^^^^^^^ SS'mailing^ of me f.nal rej^Cicn. even If t»ne.y filed, may ,«.uce any 

earned patent terni adjustment. See 37 CFR 1.704(b). 

2°nT^e°repTSl ed after the date of filing a Notice of Appeal, but prior to the date of filing an appeal brief, """e Notica of 

mei oT A brief In compliance with 37 CFR 41 .37 nnust be filed within tv« months of the date of fi«n9 Nojc^ of 

^Jp^U37 CFR4i.37(3)). or any extension thereof (37 CFR 41.37(e)) to " ^^'"^ 

Appeal has been filed, any reply must be filed within the tme period set forth in 37 CFR 41.37<a). 

3 □ The proposed amendment(s) filed after a final rqection. but prior to the date of fili ng a brief wjl D^be entered because 
' (a)D -A raise new issues that would require further consideration and/or search (see NOTE below). 

(d)n TS^^resint^addlttonal claims without canceling a corresponding number of finally rejected claims. 

NOTE . (See 37 CFR 1.116 and 41.33(a)). wn>T«, 

4. □ The amendmemi^ not In compliance with 37 CFR 1 .121. See attached Notice of Non-Compliant Amendment (PTOL^24). 

5 n ADOlicant's reply has overcome the following rejection(s): . 

6. D Newly proposed or amended claim(5) would be allowable If submitted in a separate, timely filed amendment canceling 

7 M 'P^r pumosrof apTeS^^ Proposed amendment(s): a) H will not be entered, or b) □ will be entered and an explanation of 
" how the new or amended claims would be rejected Is provided below or appended. 

The status of the daim(s) is (or will be) as follows: 
CJaim(s) allowed: None, 
Claim(s} ot>jected to: Atone. 
Claim(s) rejected: 1^3- 

Claim(s) withdrawn from consideration: 

Appip/yVfT np nfH gR EVIDENCE 

8 n -me affidevK or other evidence filed after a final action, but before or on the date of filing a Notice of App^l wfli net bewrtered 
S^use applicant failed to provide a showing of good and sufficient reasons why the affidavrt or other evidence is necessary 
and was not earlier presented. See 37 CFR 1 .116(e). -„ ♦ u 

9 15a The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a ^^^^ will ]M be 
^ IJ^ed belse *e affidavit or other evidence failed to overcome aH rejections ^^^^^P^il^l^CFR^S^?^ 

showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR '"•«(fl)(i}. 
1 0. □ The affidavtt or other evidence is entered. An explanation cf the status of the claims after entoy is below or attached. 
ggnUFST FOR RECON.'ilOERATlON/QTHER . ., 

1 1 E The request f or reconsideration has been considered but does NOT place the application In condrtion for allov«nce because: 
See Continuation Sheat ^. , , 

12. □ Note the attached Information Disclosure Statement(s}. (PTO/SB/OB or PTO-1449) Paper Nc{s).^^^ 

13. H Other: fiR<% Contin Matlon Sheat. C5^^l 

TAN-XuanDINH 
Primary Examiner 
Art Unit 2653 



U.S. Patent and Trademark Office _ _ «,„._ an AnM^aiRrief 
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Application No. 

Continuation SJjeet {PTOJ.^03) - ^ 





continuation of 1 1. does NOT place the application In condition for allowance because: The Terminal Dlsdainner is not acceptable since 
.It.does not include fee and/or signatures. 

continuation of 13. Other, "hie IDS filed after the Rnal Office action on 12C2/2004 and 1/31/2005 will not be considered at this time.. 
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